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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timefy filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wiii be considered umeiy. 

- rf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 04 March 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) 6-17 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) H Claim(s) 1-5.18 and 19 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 3/4/05 & 11/30/04 is/are: a)D accepted or b)G3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Applicant's election without traverse of Group I in the reply filed on March 4, 2005 is 
acknowledged. 

Claims 6-17 are withdrawn from further consideration pursuant to 37 CFR. 1 . 142(b) as 
being drawn to a nonelected species, there being no allowable generic or linking claim. 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: 5, 56, 306, 309, 600, 
630, 645, and 691. 

The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference character(s) not mentioned in the description: 22, 54, 217, 610, 
639, and 718. 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the subject matter of claims 18 and 
19 must be shown or the feature(s) canceled from the claim(s). No new matter should be 
entered. 

The drawings are objected to because: 

1) The specification refers to Figure 1, yet the drawing is labeled as 1A. AS there is no 
IB, the drawing of Figure 1 A should be amended to be referred to as Figure 1 . 

2) Reference number 302 appears in Figure 3 twice; the upper one properly indicating the 
shaft sleeve, the other indicating the lower cone. This lower cone number should be changed to 
306. 

3) In Figure 4, the lead line for number 422 does not properly terminate at the facing 
surfaces. 
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4) In Figure 4, reference number 420 does not properly indicate the section of the sleeve 
having the grooves 452 (paragraph [0031}). Moreover, it is suggested that the grooves 452 be 
illustrated in Figure 4. 

5) In Figure 6, reference number 606 appears twice; once properly in the upper right hand 
section of the figure indicating the capillary seal, the one on the left-hand section being 
improper. 

6) IN Figure 7B, the conical bearing is referenced by number 702 when this should be 
labeled as 704. 

7) The drawings are informal in nature, with superfluous verbiage and rough and blurry 
lines and numbering. 

Corrected drawing sheets in compliance with 37 CFR 1 . 121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
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be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

The disclosure is objected to because of the following informalities: 

Paragraph [0034] is unclear in line 4, since it omits a word. The omitted word, as 
provided by the marked up copy would have been "symmetrical". However, such a change 
would introduce new matter to the specification, since the original disclosure is for an 
asymmetrical arrangement of the grooves. An amendment to paragraph [0034] describing the 
grooves 660 of the journal bearing as -asymmetrical- is required. 

Paragraph [0018] referring to "centrifugal capillary seal generally indicated at 200", and 
paragraph [0021] defining "shaft 200" is improper because the same reference number should 
not be used to refer to different parts. 

Paragraph [0020] is improper because it still refers to "bearing cone 608" (last line). 

Paragraph [0024] is improper because it still refers to "ungrooved shaft 501" (line 7). 

Paragraph [0025] is improper because it still refers to "shaft 500" (line 4). 

Appropriate correction is required. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-5, 18, and 19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With respect to claim 1, there is no clear antecedent for "the fluid surface" in line 5. 

In claims 4 and 5, "duel" should be changed to -dual--. 



Application/Control Number: 10/681 ,772 Page 5 

Art Unit: 3682 

Claims 1-5, 18, and 19 are also indefinite, as it is not seen how the elected embodiment of 
Figure 2 reads on the presently presented claims. That is, Applicant has elected the embodiment 
of Figure 2 and "submits that original claims 1, 2,3,4, and5, and new claims 18, and 19 are 
readable upon Group I." The embodiment of Figure 2 includes one bearing cone 208 and one 
sealing cone 228. The apexes of these cones are not near each other. It is not understood how 
the elected embodiment corresponds to Applicant's listing of all claims readable on the elected 
specie. 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 18 and 19 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. There is no support in the original disclosure for claiming the embodiment of Figure 
2 with grooved pumping seals adjacent each of the cones. In fact none of the embodiments 
presented in the original disclosure include more than one set of grooved pumping seals. 

Claims 2-5 of this application conflict with claims 1, 3-5 of Application No. 10/681,804. 
37 CFR 1 .78(b) provides that when two or more applications filed by the same applicant contain 
conflicting claims, elimination of such claims from all but one application may be required in the 
absence of good and sufficient reason for their retention during pendency in more than one 
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application. Applicant is required to either cancel the conflicting claims from all but one 

application or maintain a clear line of demarcation between the applications. See MPEP § 822. 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S. C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d467, 114USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S. C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 



Claims 2-5 are provisionally rejected under 35 U.S.C. 101 as claiming the same invention 
as that of claims 1, 3-5 of copending Application No. 10/681804. This is a provisional double 
patenting rejection since the conflicting claims have not in fact been patented. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by Pan. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas R. Hannon whose telephone number is (703) 308-2691. 
The examiner can normally be reached on Monday-Thursday (6:00-4:30). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bucci can be reached on (703) 308-3668. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Thomas R. Hannon 
Primary Examiner 
Art Unit 3682 
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